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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 30 June 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) See Continuation Sheet is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) See Continuation Sheet is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application No. 10/733,467 



Continuation of Disposition of Claims: Claims pending in the application are 74,75,77-79,81,83,85,87-91,93,94,96,98,99,101- 
103,105,107,109,111-115,117,118,120,122,123,125-127,129,131,133,135-139,141,142,144 and 146-153. 



Continuation of Disposition of Claims: Claims rejected are 74,75,77-79,81,83,85,87-91,93,94,96,98,99,101- 
103,105,107,109,111-115,117,118,120,122,123,125-127,129,131,133,135-139,141,142,144 and 146-153. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 6/30/08 has been entered. 

Receipt is also acknowledged of IDS filed on 6/30/08 and 7/9/08. Claims 1-73, 76, 80, 
82, 84, 86, 92, 95, 97, 100, 104, 106, 108, 110, 116, 119, 121, 124, 128, 130, 132, 134, 140, 143, 
and 145 are cancelled. 

Claims 74, 75, 77-79, 81, 83, 85, 87-91, 93-94, 96, 98-99,101-103,105,107, 109,111- 
115,117-118, 120, 122-123, 125-127, 129,131,133,135-139, 141-142,144 and 146-153 are 
currently pending. 

Claim Rejections - 35 USC § 112 

1. Claims 74-75, 77-79, 81, 83, 85, 87-91, 93-94, , 96, 98-99, 101-103, 105, 107, 109, 11- 
115, 117-118, 120, 122-123, 125-127, 129, 131, 133, 135-139, 141-142, 144, and 146-153 are 
rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the written description 
requirement. The claim(s) contains subject matter which was not described in the specification 
in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. This is new matter 
rejection. 
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2. There is no support in the specification for the silicone polyamide copolymer formula 
recited in claim 74 and the species recited in claims 149-153. 

Response to Arguments 
Applicant's arguments filed 6/30/08 have been fully considered but they are not 
persuasive. 

Applicants argue: 

"The claimed polymers are specified silicone/amide copolymers. The 
claimed copolymers are preferred copolymers disclosed in the present 
specification. For example, the claimed copolymers correspond to formula III 
(page 20), in which DP (degree of polymerization) or m = 1-700, n = 1 to 500, X 
is a linear or branched chain alkylene having 1-30 carbons, and Y is selected from 
the group consisting of linear or branched chain alkylenes having 1-40 carbons, 
(see, page 22, par. [005 1]), and Rl, R2, R3 and R4 are the same or different and 
may be selected from the group consisting of methyl, ethyl, propyl, isopropyl, a 
siloxane chain, and phenyl. (See, pages 23-24, par. [0055]). Thus, the claimed 
copolymers of the pending independent claims are described in the present 
application". 

In response to the above argument, paragraph [0049] describes formula III. See below for 
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The formula claimed in claim 74, along with variables and definitions are shown below. 



I f 

■ |QO)— HSiO j^Si— X— C{0}NH-»Y— N 



where: <a> DP is txaweea 1 mi TOO; (b) n h a mmh&t % te&si] fom ihe group 
«0««^ag«f?-5(K>; <«) X is a I™ or benched chain afkykise having 1 4C»carb««s; (d) 
Y is sc >M-\1 jVo t n iiss ^ P * u«*Nt us of \, «ji or branched cfcsn aftytems having 1-40 
carbons; (d) R\ R* R ? arid K* ar« the same or different and s»y be elected froro the 

v i U OK t J i t J <_ 'l I t|- , p ,^ •.->■> K < t , , 1 1 ,1 . 

Paragraph 45 1 describes the claimed values along with preferred values. See below for 
paragraph 51. 
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[0S1] f J"-^e Kisyyn-sidt of formula f.lll)c V) t* is ae irtfsge of at 
least one as defined above, and preferably in the rangs tram 1 to 700, for 
mx e tt m 15 to 500 and from 15 tu 45, ini&ictng > values r cj 
subranges there between; and n is in partkulw in the range from 1 to 500, 
forexampK from 1 o 00 d from 4 to 25 inc ud ing »»va ues an j 
subranges mere between, X to pmf«ref=y a ;loear or branched afkytene 
chain oontasrsirsg from 1 to 30 carbon atoms and in particular S to 10 carbon 
atoms, .and V is preferably an aflcytaw (Mi thai Is linear m branched or 
that possibly comprises rsngs and/or unsaturates, oontainmg from 1 to 40 
carbon atoms, inducinQ from 1 to 20 carbon atoms and from 2 to B carters 
atoms, sneiydsng all values and subranges there between, for axampte, S 
carbon atoms. 

In toiwwtaa P) and (JV), R 1 , R a , R 3 ami R* pmferaWy 
represent, infepwidtnoy, a linear nor branched C, to Cm alkyt group, 



preferably aCH 3 , C^h, n-CsH? or isopropyf group, a pol^rprostean© 
cha rs of s pbe iyl group opt! m substK ted with ore to three methyl or 
ethyl groups. 

The formula claimed in claim 74 recites specific groups for R1-R4 and recites the value 
for DP (corresponding to m) and n as 1-700 and 1-500. Applicants have carved out a genus 
which has broader value for n and m and X and Y and yet having preferred specific groups for 
R1-R4. Therefore new matter is deemed proper. 

Applicants also argue: 
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"Regarding the specified copolymers of claims 149-153, these copolymers 
are the preferred copolymers of the present application (see, for examples, 35-36), 
and cover such polymers having different degrees of polymerization (DP). (See, 
for example, examples 31-34 (DP 100), example 21 (DP 45) and example 7 (DP 
15)". 

In response to the above argument, claims 149-153 are drawn to species where in the 
silicone polyamide is "nylon 61 1/dimethicone copolymer". Does the same species have different 
DP values? Additionally applicants attention is drawn to NPL document titled "Dow Corning ® 
2-8178 Gellant " ( IDS dated 7/9/08) shows the chemical structure shown below. 
Figs** 2: DOW COSNWJ 2*8178 Ckfitsirt ctetaiea! structur* 

en. 



\ i 

H H 



CH 3 



What is the value of y, x and z? How is this species related to formula claimed in claim 
74? Additionally examples 31-34 have DC 2-8179 having DP 100 and examples 35-36 have DC 
2-8178 gellant with no DP value and example 7 has DC 2-8179 with DP vale 15 and example 21 
does not describe the gellant or the copolymer claimed in clams 149-153 except for DP value. 
What is the structure of DC 2-8179 gellant and what are values? What is the difference between 
DC 2-8178 gellant and DC-8179 gellant? The species claimed in claims 149-153 are not drawn 
to species of claim 74. Therefore new matter rejection is deemed proper. 
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Regarding common ownership statement with various patents and co-pending 
applications at page 12 of response, applicants are notified that the common ownership statement 
is not proper. See MPEP 706.02 (1) (2) under section II. The expression "at the time the invention 
was made " is missing regarding common ownership statement. 

The art unit of the examiner is changed from 1615 to 1619. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT whose telephone number is 571-272- 
0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30: 1st Friday off. 

If attempts to reach the examiner by telephone arc unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/JYOTHSNA A VENKAT / 
Primary Examiner, Art Unit 1619 
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